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1 This action is in response to the communication filed on 3/16/2004. 

2 DETAILED ACTION 

3 Claims 1-38 have been examined. 

4 Title 

5 The title of the invention is acceptable. 

6 Information Disclosure Statement 

7 The information disclosure statement(s) (IDS) submitted prior to this office action are in 

8 compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner is considering the 

9 information disclosure statements. 

10 Drawings 

1 1 The drawings filed on 3/16/2004 are acceptable for examination proceedings. 

12 Claim Objections 

13 Claims 29-38 are objected to because of the following informalities: Claim 39 recites "a 

14 vide on demand system", while the claims are not directed to providing video on demand. 

15 Appropriate correction is required. 

1 6 Claim Rejections - 35 USC §101 

17 35 U.S.C. 101 reads as follows: 

1 8 Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 

1 9 any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 

20 requirements of this title. 

21 

22 Claims 1-28 are rejected under 35 U.S.C. 101 because the claimed invention is directed 

23 to non-statutory subject matter. These claims are directed towards abstract ideas. The claims 

24 provided method steps for manipulating data, while providing no practical application of the data 

25 manipulation. Because the claims do not act upon an article or physical object, the claims do not 
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1 "transform" an article or physical object to a different state. Therefore, in order for the method 

2 to have a practical application in must produce a useful, concrete, and tangible result. The 

3 claimed method does produce a useful and concrete result, however, the result is not tangible. 
4 

5 b) "TANGIBLE RESULT" 

6 The tangible requirement does not necessarily mean that a claim must either be tied to a 

7 particular machine or apparatus or must operate to change articles or materials to a 

8 different state or thing. However, the tangible requirement does require that the claim 

9 must recite more than a 35 U.S.C. 101 judicial exception, in that the process claim must 

10 set forth a practical application of that judicial exception to produce a real-world result. 

1 1 Benson, 409 U.S. at 71-72, 175 USPQ at 676-77 (invention ineligible because had "no 

12 substantial practical application."). "[A]n application of a law of nature or mathematical 

13 formula to a . . . process may well be deserving of patent protection." Diehr, 450 U.S. at 

14 187, 209 USPQ at 8 (emphasis added); see also Corning, 56 U.S. (15 How.) at 268, 14 

15 L.Ed. 683 ("It is for the discovery or invention of some practical method or means of 

16 producing a beneficial result or effect, that a patent is granted . . ."). In other words, the 

17 opposite meaning of "tangible" is "abstract." See MPEP Section 2106 
18 

19 In this case, the result is simply the same data represented in a different manner, and as 

20 such the method produces no beneficial result. As such, the claims are directed towards an 

21 abstract idea, which does not fall within the statutory categories of patentable subject matter. 

22 Therefore the claims are rejected under 35 USC 101 . 

23 Note that providing a practical application of the abstract idea in the claims would result 

24 in a "tangible result", and as such would correct this issue. 
25 

26 Claim Rejections - 35 USC § 103 

27 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

28 obviousness rejections set forth in this Office action: 

29 A patent may not be obtained though the invention is not identically disclosed or 

30 described as set forth in section 102 of this title, if the differences between the subject matter 
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1 sought to be patented and the prior art are such that the subject matter as a whole would have 

2 been obvious at the time the invention was made to a person having ordinary skill in the art to 

3 which said subject matter pertains. Patentability shall not be negatived by the manner in which 

4 the invention was made. 
5 

6 Claim 1-2, 7, 8, 15-20, 29-30, and 34-37 are rejected under 35 U.S.C. 103(a) as being 

7 unpatentable over Bonan et al. (US Patent Number 7,292,692) hereinafter referred to as Bonan, 

8 and further in view of Colligan et al. (US Patent Number 6,4 1 5,03 1 ) hereinafter referred to as 

9 Colligan. 

10 Regarding claims 1 and 29, Bonan disclosed a method of pre-processing content in a 

1 1 video on demand (VOD) system [See Bonan Abstract], wherein the content is identified by a 

12 first set of packet identifiers (PIDs) [Col. 8 Lines 28-47], the method comprising: receiving 

13 content, the content having packets that are to be encrypted by a first encryption system [See 

14 Bonan Col. 8 Lines 28-47]; selecting packets in the content according to a selective encryption 

15 selection criterion to produce selected packets [See Bonan Col. 8 Lines 28-47]; duplicating the 

16 selected packets to produce duplicate copies of the original packets [See Bonan Col. 8 Lines 28- 

17 47]; identifying the duplicate copies using a second set of PIDs [See Bonan Col. 8 Lines 28-47]; 

18 inserting the duplicate copies of the original packets identified by the second set of PIDs into the 

19 content [See Bonan Col. 8 Lines 28-47] [Further See Bonan Col. 6 Paragraph 3, Col. 1 1 Lines 

20 59-65 and Col. 12 Lines 9-12], but Bonan failed to specifically disclose that the packets that are 

21 to be encrypted being marked by a set encryption flag for all packets designated to be encrypted, 

22 and clearing all encryption flags in the content except for the selected packets having the first set 

23 of PIDs. 
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1 Colligan teaches that in a video on demand system, wherein less than all packets are to be 

2 encrypted, the packets to be encrypted should be marked using scramble control flags in order to 

3 tell the encryptor which packets to encrypt [Colligan Col. 1 1 Lines 31-57]. 

4 It would have been obvious to the ordinary person skilled in the art at the time of 



5 invention to employ the teachings of Colligan in the content packet encryption system of Bonan 

6 by setting a scramble control flag in each packet to be encrypted. This would have been obvious 

7 because the ordinary person skilled in the art would have been motivated to provide a way for 

8 the encryptor to tell which packets to encrypt. In this combination, it further would have been 

9 obvious to clear the flag of all packets which are not to be encrypted. This would have been 

10 obvious because the ordinary person skilled in the art would have been motivated to indicate that 

1 1 these packets are not to be encrypted by the encryptor. 



12 Regarding claims 2 and 30, Bonan and Colligan taught that the encryption flag is 

13 encoded using transportscramblingcontrol data bits [See Colligan Col. 1 1 Lines 31-57]. 

14 Regarding claims 7-8 and 34, Bonan and Colligan taught generating a program 

15 association table (PAT) and a program map table (PMT) identifying the second set of PIDs, and 

16 storing the PAT, the PMT, and the content on a VOD server [See Bonan Col. 9 Line 36- Col. 10 

17 Line 19 wherein the PATs were well known and obvious in the art at the time of invention]. 

18 Regarding claims 15-16 and 35, Bonan and Colligan taught encrypting the packets 

19 having the encryption flag set using the first encryption system, and that the encryption under the 

20 first encryption system is carried out in an offline encryption system [See Bonan Col. 8 Lines 

21 28-47 and Colligan Col. 1 1 Lines 31-57]. 
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1 Regarding claims 17 and 36, Bonan and Colligan taught encrypting the duplicate copies 

2 using a second encryption system [See Bonan Col. 7 Lines 8-33]. 

3 Regarding claim 18, although Bonan and Colligan did not specifically teach adjusting a 



4 program clock reference (PCR) in packets containing adaptation fields to account for insertion of 

5 the duplicate copies, it well known in the art at the time of invention that MPEG streams have a 

6 required PCR and that multiplexing streams can cause delays in the timing, which is solved by 

7 re-stamping the packets with an adjusted PCR. Therefore, it would have been obvious to the 

8 ordinary person skilled in the art at the time of invention that inserting duplicate packets into the 

9 packet stream would require adjustment of the PCR. This would have been obvious because the 

10 ordinary person skilled in the art would have been motivated to correct the PCR according to any 

1 1 delay in transmission produced by the multiplexing of the duplicated packets. 

12 Regarding claim 19, although Bonan and Colligan did not specifically disclose deleting 

13 NULL packets from the content stream, it would have been obvious to the ordinary person 

14 skilled in the art at the time of invention to have done so. This would have been obvious because 

15 the ordinary person skilled in the art would have been motivated to reduce unnecessary network 

16 bandwidth usage from NULL packets. 



17 Regarding claim 20, Bonan and Colligan disclosed that the selecting, duplicating, 

1 8 identifying, inserting and clearing functions are carried out in an offline selective encryption 

19 processor (OSEP) [See Bonan Fig. 2 Elements 201-203]. 

20 Regarding claim 37, Bonan and Colligan disclosed comprising an add/drop re- 

21 multiplexer that deletes either the selected packets or the duplicate copies depending upon a 

22 target receiver's decryption capability [See Bonan Col. 7 Lines 48-59]. 
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1 Claims 3-6, 9-14, 21-28, 31-33, and 38 are rejected under 35 U.S.C. 103(a) as being 

2 unpatentable over the combination of Bonan and Colligan as applied to claim 1 above, and 

3 further in view of Sezer et al. (US Patent Application Publication 2003/01 18243) hereinafter 

4 referred to as Sezer. 

5 Bonan and Colligan taught the selective encryption system as claimed, but failed to 

6 discuss trick play. 

7 Sezer, on the other hand, teaches the use of trick plays in a video on demand system 



8 including identifying packets of content used in trick play modes (See Sezer Paragraphs 0158- 

9 0159), and creating forward and reverse trick mode content fields and forward and reverse trick 

10 mode index tables (See Sezer Paragraphs 0 1 56-0 1 57), modifying the forward and reverse trick 

1 1 mode index tables to account for insertion of the duplicate copies (See Sezer Paragraphs 0158- 

12 0159), wherein the packets of the content used in trick play modes comprise intra-coded frames 

13 (See Sezer Paragraph 008 1), and storing the forward and reverse trick mode files, the forward 

14 and reverse trick mode index tables on a VOD server (See Sezer Paragraphs 0156-0159). 

15 It would have been obvious to the ordinary person skilled in the art at the time of 

16 invention to employ the teachings of Sezer in the VOD system of Bonan and Colligan by 

17 including the teachings regarding trick modes in the VOD system. This would have been 

1 8 obvious because the ordinary person skilled in the art would have been motivated to provide the 

1 9 user of the VOD system with the flexibility of trick play. 

20 Conclusion 

21 Claims 1-38 have been rejected. 
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1 The prior art made of record and not relied upon is considered pertinent to applicant's 

2 disclosure. 

3 Any inquiry concerning this communication or earlier communications from the 

4 examiner should be directed to MATTHEW T. HENNING whose telephone number is 

5 (571)272-3790. The examiner can normally be reached on M-F 8-4. 

6 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

7 supervisor, Ayaz Sheikh can be reached on (571) 272-3795. The fax phone number for the 

8 organization where this application or proceeding is assigned is 571-273-8300. 

9 Information regarding the status of an application may be obtained from the Patent 

10 Application Information Retrieval (PAIR) system. Status information for published applications 

1 1 may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

12 applications is available through Private PAIR only. For more information about the PAIR 

13 system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

14 system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

15 like assistance from a USPTO Customer Service Representative or access to the automated 

1 6 information system, call 800-786-9 1 99 (IN USA OR CANADA) or 57 1 -272- 1 000. 

17 
18 

19 /Matthew T Henning/ 

20 Examiner, Art Unit 2131 

21 /Ayaz R. Sheikh/ 

22 Supervisory Patent Examiner, Art Unit 2131 



